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Office Action Summary 



Application No. 


Applicant(s) j 


10/679,787 


ZENG, KEJUN 




Examiner 


Art Unit 




Jonathan Johnson 


1725 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

. If NO period for reply is specified ABANDONED (35 U.S.C. § 133). 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I )|a Responsive to communication(s) filed on 06 October 2003 . 
2a)D This action is FINAL. 2b)E This action is non-final. 

3 D Since this application is in condition for allowance except for formal matters, prosecuhon as to the merits .s 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) £3 Claim(s) 1^27 is/are pending in the application. 

4a) Of the above claim(s) Ml is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 12-27 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Exam.ner. 

Applicant may not request that any objection to the drawing(s) be he.d in abeyance. See 37 CFR ^ 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Acfon or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)DAII b)D Some * c)D None of: 

1 □ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No 



2.U (JertiTiea copies 01 uw pnuiuy ^m,.,,. 

3D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) K Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 
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DETAILED ACTION 



Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121 : 
I. Claims 1-1 1 are drawn to a method of forming a solder joint, classified in class 

228, subclass 180.22. 
H. Claims 12-17 are drawn to a solder product, classified in class 428, subclass 

various. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions Group I and Group II are related as process of making and product made. The 

inventions are distinct if either or both of the following can be shown: (1) that the process as 

claimed can be used to make other and materially different product or (2) that the product as 

claimed can be made by another and materially different process (MPEP § 806.05(f)). In the 

instant case the product can be made without reflowing the solder. 

Because these inventions are distinct for the reasons given above and the search required 

for Group I is not required for Group II, restriction for examination purposes as indicated is 

proper. 

A telephone call was made to James Brady on 1-25-05 to request an oral election to the 
above restriction requirement, but did not result in an election being made. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 
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During a telephone conversation with James Brady on 1-25-05 a provisional election was 
made with traverse to prosecute the invention of Group II, claims 12-27. Affirmation of this 
election must be made by applicant in replying to this Office action. Claims 1-1 1 are withdrawn 
from further consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non-elected 
invention. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(M the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
falet Z county m ore than one year prior to the date of application for patent m the Umted State, 

Claims 12-27 are rejected under 35 U.S.C. 102(b) as being anticipated by Brofinan et al. 
(6,283,359). Brofinan et al. teach a solder joint having a nickel layer, a copper layer atop the 
nickel layer and a solder ball coupled to the copper layer (col. 4, 11. 1-50); wherein the nickel 
layer comprises nickel having a thickness of approximately 1 to 5 microns (col. 4, 11. 30-45); 
wherein the copper has a thickness of 0.6 to 6 microns (co. 4, 11. 40-45); where the BGA has a 
board has a plurality of metallized connection sites (col. 1,11. 8-15). With respect to the CuSn 
claim limitation, it is the examiner's position that since Brofinan et al. uses substantially the 
same metal layers coupled with substantially the same solder (i.e., tin based solder), the 
particular CuSn will be necessarily present. When the examiner has reason to believe that 
functional language asserted to be critical for establishing novelty in claimed subject matter may, 
in fact be an inherent characteristic of the prior art, the burden of proof is shifted to the applicant 
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to prove that the subject matter shown in the prior art does not possess the characteristics relied 
upon. In re Fitzgerald et al. 205 USPQ 594. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan Johnson whose telephone number is 571-272-1 177. 
The examiner can normally be reached on M-Th 7AM-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dunn can be reached on 571-272-1 171. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197^oll-free). 

Jonathan Johnson 
Primary Examiner 
Art Unit 1725 
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